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DETAILED ACTION 



Claim Objections 



1 . Claims 9 and 19 are objected to because of the following informalities: in claims 
9 and 19, respectively, line 2, the phrase "said decoding means" should be changed to 
- a decoding means --. Appropriate correction is required. 

2. Claim 1 1 is objected to because of the following informalities: in claim 1 1 , lines 2- 

3. the phrases "the digital contents", "the attributive information", and "the broadcast 
station" should be changed to digital contents--, -attributive information --, and - 
broadcast station respectively. Appropriate correction is required. 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claim Rejections - 35 USC § 102 



4. Claims 1,3, 11, and 1 3 are rejected under 35 U.S.C. 1 02(e) as being anticipated 
by Ismail et al. (Ismail) (US 6,614,987). 
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Considering claims 1 and 1 1 , Ismail discloses a broadcast system and 
corresponding receiving apparatus (i.e., a system for receiving broadcasts, recording 
system 100, fig. 1, and column 4, lines 40-44) comprising: a broadcast station (see 
digital satellite system and CATV system, column 4, lines 49-54) for broadcasting 
attributive information (attribute information 107), in which attribution is shown (i.e., 
attributive information is related to said digital contents, column 3, lines 43-48) and 
digital contents (see digital encoding, column 4, lines 40-47); a plurality (see viewers, 
column 1 , lines 7-9 and CATV system, column 4, lines 52-54) of receiving apparatuses 
(recording system 100, fig. 1) having receiving means (column 4, lines 40-41) for digital 
contents (see digital encoding, column 4, lines 40-47) and attributive information 
(attribute information 107, column 3, lines 33-61), which are put on the air by a 
broadcast station (see digital satellite system and CATV system, column 4, lines 49-54); 
recording medium (storage device 106) for recording said received digital contents and 
attributive information (see storage of program data 105 and attribute information 107 
in storage device 106, fig. 1, and column 4, lines 7-8); output means (monitor 108) for 
outputting the received digital contents (column 4, lines 35-38); selecting means 
(preference agent 110 and recording manager 112, fig. 1) for comparing selective 
information showing user's taste (preference database 1 16, fig. 1) with the attributive 
information (107), which is provided to the digital contents to select the digital contents 
(column 4, lines 13-31); and controlling means (recording manager 112) for controlling 
to record the received digital contents selected by aid selecting means, among digital 
contents received (column 4, lines 28-31). 
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As for claims 3 and 13, Ismail discloses said selective means (preference agent 
1 10) updating the descriptive contents of said selective information (preference 
database 1 16) on the basis of attributive information (i.e. program category or theme, 
column 10, line 63 - column 11 , line 18) provided to the digital contents, which are 
recorded by said controlling means (recording manager 112, column 4, lines 13-31). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ismail as applied to claims 1 and 1 1 above, and further in view of Segman (US 

6,301 ,61 9), and further in view of Shah-Nazaroff et al. (Shah-Nazaroff) (US 6,31 7,881 ). 

Considering claims 2 and 12, Ismail discloses a broadcast system and 
corresponding receiving apparatus (recording system 100) comprising a display means 
(monitor 108) and digital contents capable of being listened to and viewed (see audio 
and video components of 105, column 3, lines 33-35), however fails to specifically 
disclose said display for displaying title information of said contents; attributive 
information showing the attribution of contents on said display, and selective information 
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generation means on the basis of inputted information by the user in response to 
displayed information, as recited in the claims. 

In a related art, Segman discloses attributive information (see sender electronic 
information, column 5, lines 35-39) showing the attribution of contents on said display 
(column 5, lines 52-55 and step (3e), fig. 2), and selective information generation means 
on the basis of inputted information by the user in response to displayed information 
(see viewer response, step (5), fig. 2, and column 11, lines 36-45), for the purpose of 
allowing the broadcast facility to obtain user preferences to further refine its broadcast 
selections. Segman, however, fails to specifically disclose a display for displaying title 
information of said contents, as recited in the claims. 

In a further related art, Shah-Nazaroff discloses display (entertainment system 
100, fig. 1) for displaying title information of said contents (see TITLE, fig. 6, and fig. 2, 
lines 25-26, and column 7, lines 10-14) for the purpose of allowing the viewer to view 
the title of the program before deciding whether or not to watch said program. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the system of Ismail to include attributive information showing the 
attribution of contents on said display, and selective information generation means on 
the basis of inputted information by the user in response to displayed information, as 
taught by Segman, for the purpose of allowing the broadcast facility to obtain user 
preferences to further refine its broadcast selections. 

It would have further been obvious to one of ordinary skill in the art at the time of 
invention to modify the combined systems of Ismail and Segman to include said display 
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for displaying title information of said contents, as taught by Shah-Nazaroff, for the 
purpose of allowing the viewer to view the title of the program before deciding whether 
or not to watch said program. 

7. Claims 4 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ismail as applied to claims 3 and 13 above, and further in view of Shah-Nazaroff, and 
further in view Lawler (US 5,758,259). 

As for claims 4 and 14, Ismail discloses a broadcasting system of which the 
descriptive contents are updated by said selective means, however fails to disclose said 
receiving apparatus comprising a means for transmitting selective information to said 
broadcast station, and said station selecting digital contents to be broadcast on the 
basis of said selective information, as recited in the claims. 

In a related art, Shah-Nazaroff discloses a receiving apparatus (entertainment 
system 100, fig. 1) comprising a means for transmitting selective information (viewer 
feedback 120) to said broadcast station (column 3, lines 48-58), for the purpose of 
providing the broadcasting station with user feedback concerning program concert. 
Shah-Nazaroff fails to specifically disclose said station selecting digital contents to be 
broadcast on the basis of said selective information, as recited in the claims. 

In a related art, Lawler discloses a broadcast station (central node 12, fig. 1) 
selecting digital contents (column 3, lines 24-31 ) to be broadcast on the basis of said 
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selective information (column 9, lines 12-26), for the purpose of automatically sending 
programs to a viewer which he or she might find desirable. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the system of Ismail to include a receiving apparatus comprising a 
means for transmitting selective information to said broadcast station, as taught by 
Shah-Nazaroff, for the purpose of providing the broadcasting station with user feedback 
concerning program concert. 

It would have further been obvious to one of ordinary skill in the art at the time of 
invention to modify the combined systems of Ismail and Shah-Nazaroff to include a 
broadcast station selecting digital contents to be broadcast on the basis of said 
selective information, as taught by Lawler, for the purpose of automatically sending 
programs to a viewer which he or she might find desirable. 

8. Claims 5 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ismail as applied to claims 1 and 1 1 above, and further in view Amano (US 5,585,865). 

As for claims 5 and 15, Ismail discloses said selecting means (preference agent 
110 and recording manager 112) comparing selective information (preference database 
116) with the attributive information (107) which is provided to the digital contents to be 
recorded (column 4, lines 28-31) by said recording medium (recording system 100); 
comparing a logical addition of each selective information with the attributive information 
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(column 1 1 , line 58 - column 12, line 3); and selecting any one of the selective 
information and comparing the selected selective information with the attributive 
information (column 11, 60-61). Although Ismail discloses outputting presently 
broadcast programs to the output means (monitor 108), Ismail fails to specifically 
disclose said selecting performed in the case of outputting said contents to said output 
means, as recited in the claims. 

In a related art, Amano discloses a system which selects content to be 
automatically output (column 2, lines 53-64) by an output means (CRT 24, fig. 1 ), for the 
advantage of providing content for the user that is desirable. 

It would have further been obvious to one of ordinary skill in the art at the time of 
invention to modify the combined systems of Ismail to include said selecting performed 
in the case of outputting said contents to said output means, as taught by Amano, for 
the advantage of providing content for the user that is desirable. 

9. Claims 6 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ismail as applied to claims 1 and 1 1 above, and further in view Schulhof et al. 
(Schulhof) (US 5,572442). 

Considering claims 6 and 16, Ismail discloses a broadcasting system and 
corresponding receiving apparatus (100), however, Ismail fails to specifically disclose a 
means for decoding encrypted contents and receiving said encrypted contents, as 
recited in the claims. 
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In a related art, Schulhof discloses a means for decoding encrypted contents 
(decode/decrypt/write module 122) and receiving said encrypted contents (column 12, 
lines 10-18), for the purpose of preventing unauthorized access to sensitive user 
information during transmission. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the system of Ismail to include a means for decoding encrypted 
contents and receiving said encrypted contents, as taught by Schulhof, for the purpose 
of preventing unauthorized access to sensitive user information during transmission. 

10. Claims 7 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ismail, and further in view Schulhof as applied to claims 6 and 16 above, and further in 
view of Sprague et al. (Sprague) (US 5,247,575). 

Considering claims 7 and 17, Ismail discloses said recording means (106) of said 
receiving apparatus (100) recording said digital contents (column 4, lines 7-8), however 
fails to specifically disclose recording said content before the code is decoded, as 
recited in the claims. 

In a related art, Sprague discloses a system in which information is recorded 
(stored) before being decoded (column 7,lines 45-51, and column 23, lines 22-30), for 
the purpose of preventing unauthorized access during storage of said content. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the combined systems of Ismail and Schulhof to include recording 
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said content before the code is decoded, as taught by Sprague, for the purpose of 
preventing unauthorized access during storage of said content. 

11. Claims 8 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ismail as applied to claims 1 and 1 1 above, and further in view of Hendricks et al. 
(Hendricks) (US 5,798,785). 

As for claims 8 and 18, Ismail discloses a broadcasting system and 
corresponding receiving apparatus receiving digital contents (column 4, lines 40-47) 
output to an output means (108), however fails to disclose said system comprising 
means for accounting of said contents, which is output to an output means, as recited in 
the claims. 

In a related art, Hendricks discloses a system wherein a receiving apparatus (set 
top terminal 22) comprises means for accounting of said contents (i.e., billing and 
account information, column 10, lines 39-43), which is output to an output means (i.e., 
text informing subscriber of account status, column 10, lines 41-43), for the purpose of 
allowing the subscriber to be kept abreast of current billing and account information. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the system of Ismail to include means for accounting of said 
contents, which is output to an output means, as taught by Hendricks, for the purpose of 
allowing the subscriber to be kept abreast of current billing and account information. 
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12. Claims 9 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ismail, and further in view of Hendricks as applied to claims 8 and 18 above, and further 
in view of Seth-Smith et al. (Seth-Smith) (US 4,829,569). 

As for claims 9 and 19, the combined systems of Ismail and Hendricks disclose a 
broadcasting system and corresponding receiving apparatus (Hendricks, set top 
terminal 22) receiving digital contents (column 4, lines 40-47) and an accounting means 
(Hendricks, column 10, lines 39-43), however fail to specifically disclose said receiving 
apparatus comprising means for decoding encrypted digital contents and said 
accounting carried out upon decoding said contents. 

Hendricks further discloses said receiving apparatus comprising means for 
decoding encrypted digital contents (DECRYPT 600, fig. 4), for the purpose of 
preventing unauthorized access to sensitive user information during transmission. 
Hendricks fails to specifically disclose said accounting carried out upon decoding said 
contents, as recited in the claims. 

In a further related art, Seth-Smith discloses a system in which accounting is 
carried out upon the decoding of received contents (column 6, lines 50-60), for the 
advantage of allowing account information to be viewed when securely received by the 
user. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the combined system of Ismail and Hendricks to include said 
receiving apparatus comprising means for decoding encrypted digital contents, as 
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taught by Hendricks, for the purpose of preventing unauthorized access to sensitive 
user information during transmission. 

It would have further been obvious to one of ordinary skill in the art at the time of 
invention to modify the combined system of Ismail and Hendricks to include a system in 
which accounting is carried out upon the decoding of received contents, as taught by 
Seth-Smith, for the advantage of allowing account information to be viewed when 
securely received by the user. 

13. Claims 10 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ismail, and further in view of Hendricks, and further in view of Seth-Smith as 
applied to claims 1 and 1 1 above, and further in view of Sprague. 

Considering claims 10 and 20, the combined systems of Ismail, Hendricks, and 
Seth-Smith disclose a recording medium (Ismail: 106) recording said digital contents 
(Ismail, column 4, line 27, and see digital encoding, column 4, lines 40-47) being 
decoded and accounting being provided after said decoding (Seth-Smith column 6, lines 
50-60), however they fail to specifically disclose recording said contents before the code 
is decoded, and therefore said accounting being provided after being reproduced by 
said recording medium, as recited in the claims. 

In a related art, Sprague discloses a system in which information is recorded 
(stored) before being decoded (and therefore before accounting is provided) (column 
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7, lines 45-51, and column 23, lines 22-30), for the purpose of preventing unauthorized 
access of accounting data during storage and transmission of said content. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the combined systems Ismail, Hendricks, and Seth-Smith to include 
recording said contents before the code is decoded, and therefore said accounting 
being provided after being reproduced by said recording medium, as taught by Sprague, 
for the purpose of preventing unauthorized access of accounting data during storage 
and transmission of said content. 



14. The following are suggested formats for either a Certificate of Mailing or 
Certificate of Transmission under 37 CFR 1.8(a). The certification may be included with 
all correspondence concerning this application or proceeding to establish a date of 
mailing or transmission under 37 CFR 1 .8(a). Proper use of this procedure will result in 
such communication being considered as timely if the established date is within the 
required period for reply. The Certificate should be signed by the individual actually 
depositing or transmitting the correspondence or by an individual who, upon information 
and belief, expects the correspondence to be mailed or transmitted in the normal course 
of business by another no later than the date indicated. 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Conclusion 



on 



(Date) 



Typed or printed name of person signing this certificate: 
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Signature: 

Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 

Trademark Office, Fax No. (703) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 

Please refer to 37 CFR 1 .6(d) and 1 .8(a)(2) for filing limitations concerning 
facsimile transmissions and mailing, respectively. 

1 5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Sumita et al. (Sumita) (US 6,581,207) discloses a system in 
which content is selected and recorded based on a comparison between the user's 
profile, and received broadcast content. 

1 6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mitchell J Corbett whose telephone number is (703) 
305-8982. The examiner can normally be reached on Monday-Friday 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Grant can be reached on (703) 305-4755. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mitchell Corbett 
Patent Examiner 
Art Unit 2614 



MJC 




CHRIS GRANT 
PRIMARY EXAMINER 



